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OWNERSHIP AND FORMS OF TRANSFER OF PATENTS 
RIGHTS IN INDIA- A PRIMER

                                                                                                                SAIPRIYA BALASUBRAMANIAN

INTRODUCTION

Once a patent for an invention is granted, it is 
important to consider (1) if the grantee/proprietor of 
the patent is going to manufacture, market, sell and 
distribute your invention yourself, (2) whether the 
grantee/proprietor of the patent is going to sell all 
rights in his/her invention to someone else for a sum 
of money, or (3) if the grantee/proprietor of the 
patent will license someone else to produce and 
bring your product to market under specified terms 
that must be met for the licensee to keep the license. 
This article discusses how oneself, either as an 
inventor or one seeking to obtain rights under 
another’s invention, can accomplish one’s goals.

A patent is considered as a transferrable property 
that can be transferred from the original patentee to 
any other person by assignment or by operation of 
law. A patent can be licensed or assigned only by the 
owner of the patent. In case of co-owners/joint-
owners, a co-owner cannot assign or license his 
share in the patent except with the consent of the 
other owners.

Requirements for creation any interest in a patent:
Section 68 of the Indian Patents Act 1970 provides 
for the mortgage of, license or creation of any 
interest in the patent.

“Assignments, etc., not to be valid unless in writing 
and duly executed.1 —An assignment of a patent or 

1 https://indiankanoon.org/doc/1027357/

of a share in a patent, a mortgage, licence or the 
creation of any other interest in a patent shall not be 
valid unless the same were in writing and the 
agreement between the parties concerned is reduced 
to the form of a document embodying all the terms 
and conditions governing their rights and obligations 
and duly executed”

REQUIREMENTS2:

1. The assignment, mortgage or license 
should be reduced to writing in a document 
embodying all the terms and conditions 
governing the rights and obligations between 
the parties;

2. An application for registration of such 
document should be filed in the prescribed 
manner in Form-16 within the time 
prescribed under section 68. The document 
when registered will have effect from the 
date of execution.

Forms/Nature of Transfer of Patent Rights: Grant of 
a Patent confers to a patentee the right to prevent 
others from making, using, exercising or selling the 
invention without his permission. The following are 
the ways in which a patentee can deal with the 
patent:

1. Assignment

2. Licenses

3. Transmission of patent by operation of law

2 Patent Law, Fourth edition, P. Narayanan, Eastern Law House, Pg: 
No:268
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ASSIGNMENT

The term ‘assignment’ is not defined in the Indian 
Patents Act. Assignment is an act by which the 
patentee assigns whole or part of his patent rights to 
the assignee who acquires the right to prevent others 
from making, using, exercising or vending the 
invention. There are three kinds of assignments 

 y Legal Assignment

 y Equitable Assignment

 y Mortgage

Legal Assignment: An assignment (or an agreement 
to assign) of an existing patent is a legal assignment, 
where the assignee may enter his name as the patent 
owner. A patent which is created by deed can only 
be assigned by a deed. A legal assignee entitled as 
the proprietor of the patent acquires all rights thereof.

Equitable Assignments: Any agreement including a 
letter in which the patentee agrees to give a certain 
defined share of the patent to another person is an 
equitable assignment of the patent. However, an 
assignee in such a case cannot have his name entered 
in the register as the proprietor of patent. But the 
assignee may have notice of his interest in the patent 
entered in the register.

Mortgages: A mortgage is an agreement in which 
the patent rights are wholly or partly transferred to 
assignee in return for a sum of money. Once the 
assignor repays the sum to the assignee, the patent 
rights are restored to him. The person in whose favor 
a mortgage is made is not entitled to have his name 
entered in the register as the proprietor, but he can 
get his name enter in the register as mortgagee.

LICENSES:

The Patents Act allows a patentee to grant a License 
by the way of agreement under section 70. A patentee 
by the way of granting a license may permit a 
licensee to make, use, or exercise the invention. A 
license granted is not valid unless it is in writing. 
The license is contract signed by the licensor and the 
licensee in writing and the terms agreed upon by 
them including the payment of royalties at a rate 
mentioned for all articles made under the patent. 
Licenses are of the following types,

 y Voluntary License

 y Statutory License (such as compulsory License)

 y Exclusive/Limited License

 y Express/Implied License

VOLUNTARY LICENSES:

It is the license given to any other person to make, 
use and sell the patented article as agreed upon the 
terms of license in writing. Since it is a voluntary 
license, the Controller and the Central government 
do not have any role to play. The terms and conditions 
of such agreement are mutually agreed upon by the 
licensor and licensee. In case of any disagreement, 
the licensor can cancel the licensing agreement.

STATUTORY LICENSES:

Statutory licenses are granted by central government 
by empowering a third party to make/use the 
patented article without the consent of the patent 
holder in view of public interest. Classic example of 
such statutory licenses is compulsory licenses. 
Compulsory licenses are generally defined 
as “authorizations permitting a third party to make, 
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use, or sell a patented invention without the patent 
owner’s consent3.  

COMPULSORY LICENSES(CLS)

Though CLs works against the interest of the patent 
holder, it is granted under dire situation like cases of 
national emergency, health crisis and war. Under 
section 84 of the Indian Patents Act 1970, any person 
can make an application for grant of a compulsory 
license for a patent after three years, from the date of 
grant of that patent, on any of the following grounds:

(a) The reasonable requirements of the public with 
respect to the patented invention have not been 
s a t i s f i e d ; 

(b) The patented invention is not available to the 
public at a reasonably affordable price. 
 
(c) The patented invention has not worked in the 
territory of India.

Under section 92 A, CLs can also be granted for 
exporting the pharmaceutical product to any country 
incapable of manufacturing pharmaceutical products 
for the benefit of the people in that country, where 
working of the patent required another related patent 
or on notification by the Central Government, the 
controller can grant a license to an interested person. 
The central or state government can use the invention 
or its process for its own purpose either with or 
without royalty.

EXCLUSIVE LICENSES:

An exclusive license excludes all other persons 
including the patentee from the right to use the 
invention. Any one or more rights of the patented 

3 F.M. SCHERER & JAYASHREE WATAL, POST-TRIPS OPTIONS 
FOR ACCESS TO PATENTED MEDICINES IN DEVELOPING 
COUNTRIES 13 (Comm’n on Macroeconomics & Health, Working 
Paper No. WG4:1, 2001), available athttp://www.cmhealth.org/docs/-
wg4_paper1.pdf (last visited Dec. 16, 2013).

invention can be conferred from the bundle of rights 
owned by the patentee. The rights may be divided 
and assigned, restrained entirely or in part. In a 
limited license, the limitation may arise as to 
persons, time, place, manufacture, use or sale.
Express and Implied Licenses:

An express license is one in which the permission to 
use the patent is given in express terms. Such a 
license is not valid unless it is in writing in a 
document embodying the terms and conditions. In 
case of implied license though the permission is not 
given in express terms, it is implied from the 
circumstances. For example: where a person buys a 
patented article, either within jurisdiction or abroad 
either directly from the patentee or his licensees, 
there is an implied license in any way and to resell 
it.

TRANSMISSION OF PATENT BY 
OPERATION OF LAW

When a patentee dies, his interest in the patent 
passes to his legal representative; in case of 
dissolution of a company or bankruptcy transmission 
of patent by operation of law occurs.

CONCLUSION:

An assignment is the transfer of all the proprietary 
rights by the patentee to the assignee while the 
license is the right granted to work the invention by 
withholding the proprietary rights with the patentee4. 
An assignee can in turn reassign his rights to third 
parties while the licensee cannot change the title or 
cannot reassign his rights to the third person. An 
assignee is assigned with all the rights that the patent 
owner can enjoy while the licensee cannot enjoy 

4 IPR, Biosafety and Bioethics, Deepa Goel, Shomini Parashar, Pg Nos 
88-89
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such rights. Also an assignee has the right to sue the 
infringer while the licensee is not empowered with 
the rights to sue any party for the infringement of the 
patent in his name. Having known the difference 
between assignment and License from the aforesaid, 
the patentee can decide the best possible way of 
commercializing his/her invention.

***
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“ROYALTY FREE PATENT LICENSING” AN ANTIDOTE 
FOR PATENT TROLLS

                                                                            MONIKA SHAILESH

Patent Assertion Entities (PAEs) are business that 
take hold of the patents from third parties and use 
them to generate revenue by asserting the acquired 
patents against alleged patent infringers. It is also 
sometimes referred to as Patent Trolls. Both the 
legal system as well as the IPR industry suffers a lot 
of revenue loss and wastage of time due to these 
fake patent infringement lawsuits. In a recent report 
“Patent Assertion Entity Activity: An FTC Study 
“from Federal Trade Commission, examines non-
public information and data for a period from 2009 
to 2014. The data and information is based on about 
22 PAE and 327 of respective PAE associates and 
approx. 2100 holding entities. The report states that 
about 96 percent of all patent infringements lawsuits 
were filed by litigation PAE’s and have generated 
about 20 percent revenue of these PAE’s.  As per the 
report about 93 percent of the patent licensing 
agreements held by the PAE’s resulted from 
litigations5. 

The study found that the payments usually yielded 
by Litigation PAE licenses were less than the lower 
limits of early stage litigation costs. This data is 
consistent with nuisance litigation, in which 
defendant companies decide to settle based on the 
cost of litigation rather than the likelihood of their 
infringement1.  The report identifies that while fair 
infringement litigations plays a vital role in 
protecting the IP Rights and a healthy legal system 

5 https://www.ftc.gov/news-events/press-releases/2016/10/ftc-report-
sheds-new-light-how-    patent-assertion-entities-operate

promotes respect for the patent laws, nuisance 
infringement litigations causes a very tax on the 
resources and distract focus from productive 
business behavior. It is estimated that PAE’s file 
somewhere around 3500 to 4000 lawsuits in US 
alone and are responsible for about 84% of high tech 
patent litigation in USA. The number of nuisance 
patent lawsuits in USA alone has jumped 500% in a 
period from 2005 to 2014. This has caused the 
country a loss of around $80 billion per year. These 
PAE’s gather most of these patents from operating 
companies then from the Inventor or the Universities. 
In order to protect the IPR industry from these 
devious trolls many organizations have joined hands 
through Royalty Free Licensing.

The LOTNETWORK or LOT Agreement is an 
industry-led networked, royalty-free patent cross 
licensing agreement for transferred patents launched 
by business members, including Canon, Dropbox, 
Google and SAP with assistances by many others. 
According to the LOT Contract, every business that 
takes part bequest a license to the other members 
where the license becomes operative only when 
patents are transferred to non-participants. Transfers 
as part of certain spin outs or a Change of Control to 
a Non-Assertion Entity are carved out. This program 
protects LOT participants from patent attacks by the 
PAE’s to which the patent is sold, while preserving 
participant’s full use of their portfolio6. PAE’s 
depend mainly on operating companies to take hold 

6 https://www.google.com/patents/licensing/lot/
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of patents, it is estimated that about 80% of the 
patents asserted by PAE’s come from operating 
companies. Now if in case a PAE manages to 
purchase patent from an operating company that is a 
member of the LOTNETWORK then it cannot drag 
other participating members in nuisance patent 
litigation. Due to this the members of LOT are 
protected in two ways firstly the direct risk of 
fraudulent litigation is eradicated and secondly it 
disrupts the PAE cycle that costs consumers, 
shareholders and tax payers a fortune. LOT is a Non 
Profit community that works to protect the interest 
of innovators by protecting patents. LOT identifies 
the PAE’s with the fact that if more than half of the 
total revenue of the entity and its affiliates come 
from patent assertion in a period of one year or if the 
higher management approves the plan to do so by 
using patent litigations those entities are classified as 
PAE’s. LOT is highly beneficial for the Startups as 
the entities which do not have any patents can also 
join the LOTNETWORK and get protected from 
patent trolls. 

ADVANTAGES OF LOTNETWORK

1. Participants are free to cross license their 
patents.

2. Participants are free to assert their patent for 
any alleged patent infringement by a non 
LOTNETWORK company.

3. Participants are free to sell an owned patent 
to anyone. 

4. There is no burden to give notice before 
leaving the network.

5. No need to list the patents owned at the time 
of entry

6. Don’t have to report.

Since 2014 when the LOTNETWORK was formed 
42 different LOT members have divested over 42000 
assets. 35 of those assets have been held by 8 different 
PAE’s and atleast 97% of those assets were divested 
after the member joined LOT. Still no LOT member 
has ever been sued by an asset from LOT. 
LOTNETWORK has helped business to trust the 
suppliers and affiliates more. It has also helped 
business entities to stabilize the supply chain and its 
management while saving a net worth of 29 billion.7 

LOT has also helped suppliers to gain access to IP. It 
has reduced the indemnification costs and has helped 
the suppliers to become preferred supplier.

NON STICKY DEFENSIVE PATENT 
LICENSING 8

The defensive patent license is a non-negotiated 
network which is portfolio wide, royalty free, patent 
cross license without the right to sublicense. Patents 
in this system are readily available with no royalty to 
pay. This is applicable to members that abide by the 
same rules to similarly license patents owned by 
them. The earlier version of DPL was also known as 
STICKY DPL as in this system the license is 
irrevocable, so once a company joins the DPL the 
patents that the participant holds at the time of 
joining are immediately and irrevocably licensed 
and the license continues even if the participant 
moves out of the DPL. However since these terms 
were a bit hard another version of DPL was 
introduced and it is known as NON STICKY DPL. 
In this system the license is automatically granted 
and terminated when a participant moves in the 
group or moves out of the group. This is an attempt 
7 http://lotnet.com/wp-content/uploads/2017/01/Introduction-of-LOT-

2.0.pdf 
8 https://www.google.com/patents/licensing/dpl/non-sticky/
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to make DPL more enticing with little to no risk 
while maintaining all other facilities. 3 

ADVANTAGES OF “DPL”

Reduced patent risk and true competition- If a 
significantly large number of companies in an 
industry join the DPL it significantly reduces the risk 
of patent assertion on these companies. Since in DPL 
the participants mandatorily license their patents the 
competition is purely based on the quality of product 
and services. 

1. Power of Networking- The more the number 
of companies join DPL more is the power 
each participant share towards protecting 
itself from patent trolls, it further enhances 
its attractiveness to entice more companies to 
join and in turn changes the patent landscape.

2. Moral high ground/greater participation 
in patenting efforts/improved recruiting- 
The DPL might make available a chance 
for a corporation to express a specific 
interpretation about competition and patent 
litigation. If a recognized business (or a 
set of companies) were to be the earliest to 
join the DPL, it would make a influential 
announcement to the marketplace. Many 
engineers/inventors may be more willing or 
eager to assist in seeking patents on behalf of 
a company that participate in the DPL. It may 
also help in hiring sought-after recruits, e.g., 
software engineers, who believe the current 
patent system needs improvement.

FIELD OF USE AGREEMENT

Field of use is the restrictions that are placed on a 
license granted for the use of a patent. Field of use 
restrictions prevents the over and reckless use of 

patent by restricting the use of patent to a certain 
industry or to a certain product. Field of use 
agreement is royalty free cross license and is 
available to members of the community or the 
network. Field of use licensing help the patent 
owner’s control how the patent and inventions are 
used so the members in the community are free to 
use the patents or the inventions of other members 
without any fear of any nuisance litigations from 
PAE’s. The only condition here is that the way and 
the extent to which the patent or invention is used 
are set forward by the patent owner. 

OPEN INVENTION NETWORK

Open source software has been one of the greatest 
sources of invention. It has enabled developers to 
invent software solution for almost all the purposes 
be it for the business houses for schools for 
universities or even for the non-commercial personal 
use. Free software gives a platform to the end users 
like government business houses educational 
institutes and the personal users more and more 
choices and customization to get technology as 
required best suited to the needs. It has provided a 
platform where one can unleash its full potential of 
innovation. However, this platform is also not free 
from the harsh effect of PAE’s, Unfortunately Open 
source software have also seen a rise in patent 
assertions in the previous decade. It was thought that 
the very basic fabric of open source is based on the 
culture of innovation modality which is collective in 
nature and it is based on engagement and sharing 
and thus will be immune to PAE’s assertions. The 
Open invention network work to further strengthen 
the protection of open source from attacks. The Open 
Invention Network is a shared defensive Patent pool 
with the mission to protect Linux.  Launched in 
2005, OIN has strong industry support with backing 
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from Google, IBM, NEC, Philips, Red Hat, Sony, SUSE, and Toyota.  Any company, project or developer 
that is working on Linux, GNU, Android or any other Linux-related software is welcome to join OIN, free 
of charge or royalties.9 

COMPARISON TABLE 10

NSDPL SDPL LOT Field-of-Use 
(FOU)

Short 
Description

Non-Sticky Multi-
Party Defensive 
Patent Cross 
License

Sticky Multi-Party 
Defensive Patent 
Cross License

License on 
Transfer of 
Patents

Field-of-Use 
Multi-Party 
Patent Cross 
License

License 
Grant

royalty-free, all 
statutory rights, no 
sublicense rights

royalty-free, all 
statutory rights, 
no sublicense 
rights

royalty-free, all 
statutory rights, 
no sublicense 
rights

royalty-free, all 
statutory rights, 
no sublicense 
rights

Licensed 
Patents

Portfolio-Wide Portfolio-Wide Transferred 
Patents Only

Portfolio-Wide 
(but practically 
speaking only 
those patents that 
are swept in by 
the field of use 
are licensed)

Licensed 
Products

All All All Field-of-Use

Term Member can 
announce 
withdrawal at any 
time – inbound and 
outbound license to 
withdrawn member 
is automatically 
terminated upon 
expiration of 
withdrawal notice 
period (e.g., 6 
months)

Outbound license 
for withdrawing 
member perpetual 
regardless of 
withdrawal. 
Inbound can be 
terminated upon 
withdrawal.

perpetual if 
member stays 
in LOT 
agreement

perpetual for 
licensed patents

9 http://www.openinventionnetwork.com/about-us/
10 https://www.google.com/patents/licensing/comparison/
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Patents are 
Licensed on 
Transfer

Yes Yes Yes Yes

Withdrawal 
Provision

Member can 
announce 
withdrawal at any 
time – inbound and 
outbound license to 
withdrawn member 
is automatically 
terminated upon 
expiration of 
withdrawal notice 
period (e.g., 6 
months)

Upon withdrawal, 
for withdrawing 
member, existing 
licenses to other 
members remain 
in effect. Non-
withdrawing 
members can 
terminate license 
to withdrawing 
member.

Member can 
announce 
withdrawal at 
any time and 
withdrawal 
becomes 
effective upon 
expiration of 
withdrawal 
notice period 
(e.g., 6 months)

Upon a change in 
the field of use, a 
member has 
option to 
withdraw. For 
withdrawing 
member, licensed 
patents remain 
licensed inbound 
and outbound 
under old FOU

CONCLUSION

In order to promote a healthy atmosphere and technology ecosystem to entice innovators we need to protect 
the interest of genuine patent owners and the business houses from nuisance patent assertions. In spirit of 
fostering innovations, we need to embrace the innovation community with the protection in form of 
collective defensive sharing of intellectual property across variety of technical areas. Open sources and 
royalty free sharing of patents and innovation has helped to mitigate the nuisance created by the PAE’s or 
the Trolls. A number of networks and community like LOT, OIN etc. has been successfully able to prevent 
the members from unscrupulous litigations. In 2015 Toyota announced to release 5680 patents pertaining 
to hydrogen cell technology for cars on royalty free basis. This collective sharing will definitely encourage 
the innovators, while the business houses can focus more on product quality safety and services rather than 
to worry about the nuisance patent litigation saving a lot of resources and time.

***
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SECTION 63 AND SECTION 64 OF THE PATENTS ACT, 
1970

           AAYUSH SHARMA

INTRODUCTION

Section 63 of the Patents Act, 1970, (“the Act”) deals 
with the Surrender of Patents whereby a patentee 
may, at any time by giving notice in the prescribed 
manner to the Controller, offer to surrender his 
patent. Under Section 64, the Controller of Patents 
has the power to revoke a Patent on certain grounds 
as prescribed in the Act.

In a recent judgment, the Intellectual Property 
Appellate Board (IPAB) has for the first time dealt 
with inter-linking of Section 63 and Section 64 under 
a single order.
In this article we will discuss regarding the case 
presented before the IPAB wherein two parties 
contend against the revocation of a patent. 

FACTS OF THE CASE:

M/S MYLAN LABORATORIES LTD (“MYLAN”) 
filed an application for revocation of patent No. 
224314 (“patent”) standing in name of ICOS 
CORPORATION (“ICOS”) and removal of the same 
from the Register of Patents along with an award of 
costs to MYLAN. The grounds for revocation made 
by the MYLAN were under Section 64 (1) (d), (f), 
(h), (i), (k), and (m) of the Patents Act, 1970. 

Upon deliberating on the submissions made by both 
the parties, IPAB found the grounds to be true and 
hence ordered for revocation of the impugned patent. 

In the meantime, ICOS, the patentee of the impugned 
patent, while being respondent in the above 
proceedings, also filed a request under Section 63 
for surrender of its patent at the Patent Office. ICOS 
pleaded that they are no longer interested in the 
patent and do not intend to maintain the patent at the 
Patent Office. They categorically stated that they no 
longer have business interests in maintaining the 
said patent due to the presence of many generic 
products in the Indian market and further stated that 
they do not intend to maintain the impugned patent 
any longer. 

ICOS also argued that it would be unnecessary for 
IPAB to spend their valuable time and effort on the 
present revocation proceeding and IPAB, in view of 
the request to surrender, may directly close the 
revocation proceedings. 

Accordingly, ICOS intended to save their patent 
from revocation proceedings in view of their request 
for surrender of patent. MYLAN, on the other hand, 
insisted that proceedings under Section 63 for 
surrender of patent will be undertaken at the Patent 
Office and before the allowance of said request to 
surrender; any party (read MYLAN) can validly file 
a petition for revocation of said patent under Section 
64. 

Upon hearing both the parties, IPAB had to deliberate 
and ascertain whether the Controller can accept the 
ICOS’s plea to surrender his patent while a revocation 
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suit is pending before the IPAB or vice versa, i.e., 
whether revocation petition is valid by MYLAN as 
long as request for surrender of patent is not 
accepted?

DECISION

Upon hearing both the parties, the IPAB ordered for 
revocation of the patent. The said decision was 
supported by below explanation:

a. The readings of the above said provisions 
makes it abundantly clear that in the event of 
offer of surrender of a patent by a respondent, 
the Controller has to follow the procedure 
contemplated under section 63 of the Act. 
Therefore, as long as the said surrender 
proceedings are pending and unless and until 
the Controller accepts the offer of surrender, 
the impugned patent was termed to be live 
or in existence and continued to be in the 
register of patents. Accordingly, suggesting 
that the instant petition for revocation is 
validly filed before the IPAB.

b. The instant application filed for revocation 
of the impugned patent has been filed as 
per provision under section 64 of the Indian 
Patents Act. As we have already pointed out 
the grounds raised by the applicant MYLAN 
has not been contented by the respondent 
ICOS and more particularly the respondent 
having clearly and categorically stated in 
their communication dated February 09, 
2016 to the IPAB Registry and the Controller 
of Patents that they no longer have interest in 
the impugned patent and they are surrendering 

the impugned patent to the Patent Office.

In view of the above, the IPAB dealt with the 
revocation proceedings independently, without 
considering the pending request for surrender of 
patent before the Controller. The IPAB gave a 
categorical observation that as long as the patent is 
live, in the present case as long as the request for 
surrender is pending at the Patent Office, the IPAB 
can proceed with deciding on the revocation petition 
filed against the patent.

***



1 3

COMPULSORY LICENSE FOR EXPORT OF PATENTED 
PHARMACEUTICAL PRODUCT UNDER SECTION 92 OF 

THE INDIAN PATENTS ACT, 1970- A BRIEF 
INTRODUCTION

AAYUSH SHARMA

In India, the first compulsory license which was 
granted by the Patent Office on March 9, 2012, to 
Natco Pharma, an Indian company, for the generic 
production of Bayer Corporation’s Nexavar, a drug 
used for the treatment of Liver and Kidney cancer 
was very well known in our minds. In the history of 
intellectual property in India, this was happened 
first time when India marks their presence wholly 
and world widely. That after this landmark decision 
the pharma companies which earlier thought that IP 
protection is weak in India and were not pay much 
attention to the Indian Patent laws have started 
paying lot of attention while manufacturing and 
drafting of patent specification, launch of new drugs 
and drug pricing in India. The impact of the first 
compulsory license was enough to make aware the 
US and European Patent office that Indian IP will 
never compromise on the TRIPS compliance and 
have a very strong perspective in terms of IP 
enforcement in Indian jurisdiction. 

Section 84 of the Patents Act, 1970 clearly deals 
with the compulsory license in the Indian Patent 
jurisdiction. Any patent will automatically come 
under the ambit of compulsory license if: (a) the 
reasonable requirements of the public with respect 
to the patented invention have not been satisfied, (b) 
the patented invention is not available to the public 
at a reasonably affordable price, or (c) the patented 
invention is not worked in the territory of India. 

Before applying for the compulsory license under 
above mentioned conditions, the applicant is 
required to first make an attempt to get a voluntary 
license from the patentee itself. When the applicant 
is not able to procure the same within the prescribed 
period (6 months) then the applicant can file for 
compulsory licensing. It can be seen in the BDR 
Pharmaceuticals International Pvt. Ltd case against 
BMS, the Controller unequivocally said that before 
going to the merits of the case, the threshold 
requirement of establishing a prima facie case must 
be satisfied. Further, Controller held that BDR 
Pharmaceuticals had not really made any credible 
attempt to procure a license and therefore could not 
be said to have satisfied the statutory requirement 
that the applicant must have negotiated in good faith 
for 6 months at least. Pursuant to section 87 of Indian 
Patents Act, 1970, on receiving the application, the 
Controller should consider the evidence therein to 
determine whether a prima facie case is made out on 
the basis of the facts disclosed in the application. 

Special Provisions upon notification by the 
Government of India for compulsory license: 
Section 92 of the Patents Act, 1970 deals with the 
compulsory license which are granted and reviewed 
by the Government of India for public interest in 
case of national emergency or in case of extreme 
urgency or in case of public non-commercial use. 
This section gives power to the Government of India 
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to make a declaration that such circumstances exist 
by a notification in the official gazette. After the 
publication of the notification in the official gazette, 
any person interested can apply for a compulsory 
license and the Controller in such case grant to the 
applicant a license under the patent on such terms 
and conditions as he thinks fit. In settling the terms 
and conditions of a licence granted, the Controller 
shall assure that the articles manufactured under the 
licensed patent shall be available to the public at the 
lowest prices consistent with the patentees deriving 
a reasonable advantage from their patent rights. 

Section 92 also states various public health crises, 
relating to Acquired Immuno Deficiency Syndrome, 
human immune deficiency virus, tuberculosis, 
malaria or other epidemics where the Controller was 
not liable to apply section 87 procedural 
requirements. Mainly, in such cases the Controller 
shall, as soon as may be practicable, inform the 
patentee of the patent relating to the application for 
such non-application of section 87.

It is to be noted that application under section 94 
need not require any consideration as in section 87 
of the act. Section 87 primarily deals with the 
applications under sections 84 and 85 mainly where 
upon consideration of an application under section 
84, or section 85 and a prima facie case has been 
made out for the making of an order, the Controller 
if satisfied shall direct the applicant to serve copies 
of the application upon the patentee and any other 
person appearing from the register to be interested 
in the patent in respect of which the application is 
made, and shall publish the application in the official 
journal. 

COMPULSORY LICENCE FOR 
EXPORTS OF PATENTED 
PHARMACEUTICAL PRODUCTS IN 
CERTAIN EXCEPTIONAL 
CIRCUMSTANCES:

Under the TRIPS agreement, article 31(f) has 
provided a provision in case of exceptional 
circumstance and on mutual requirement between 
the two countries; the compulsory license can be 
issued. According to this provision compulsory 
licence shall be available for manufacture and export 
of patented pharmaceutical product to any country 
having insufficient or no manufacturing capacity in 
the pharmaceutical sector for the concerned product 
to address public health problems. This provision 
shall levy between countries which allowed 
importation of the patented pharmaceutical products 
from India. Upon receipt of an application in the 
prescribed manner, the Controller shall grant a 
compulsory licence mainly for manufacture and 
export of the concerned pharmaceutical product to 
such country under such terms and conditions. 

In the case of Natco vs. Roche where Natco pharma 
applied for compulsory licence for the manufacture 
and exportation of Roche’s patented anti-cancer 
drug Erlonitib to Nepal. They also applied for the 
issue of a second compulsory license for manufacture 
and export of Sunitnib. Natco also filed an 
interlocutory application before the controller of 
patent asserting that since the application for grant 
of compulsory license was made by them under 
Section 92A, the patentees should not be provided 
with an opportunity of being heard. The matter came 
up for hearing before the Controller. After hearing 
both Natco and Roche it was held that there was 
nothing in Section 92A which specifically prohibited 
an adjudicating authority from affording the 
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patentees an opportunity of being heard. The 
Controller further held that in addition to it being fair 
that the party whose interest could be harmed is 
heard, the submission of such party could be of 
extreme value in arriving at a decision regarding the 
terms and conditions of the grant of compulsory 
license11. 

Compulsory licensing is a very vexed issue. It creates 
an inherent tussle between the rights of patent 
holders and grant of compulsory licensing. With the 
first compulsory license, India has to face lot of heat 
from the US pharma giants and USPTO. The pharma 
companies shall never support compulsory licensing 
in India and around the globe. This wholly impacts 
their business world widely. On the other hand, the 
patents are objective to grant compulsory license for 
public interest and to the population actually need 
the product. In respect to this, the provisions of CL 
are issued and when required, granted in the 
betterment of the humanity. Section 92 of the Patents 
Act, 1970 is not very prevailing section but its 
importance is more fruitful and will be demanding in 
the near future. 

***

11 http://www.rajdeepandjoyeeta.com/compulsory-licensing.html 




